TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAMES A. FREG EN and EARL J. SHANABROOK

Appeal No. 97-1646
Appl i cation 08/080, 890!

Bef ore CALVERT, Adni nistrative Patent Judge, MCANDLI SH, Seni or
Adnmi ni strative Patent Judge, and CRAWFORD, Adnini strative Patent

Judge.
CALVERT, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to 6,

8 to 11 and 13, all the clainms remaining in the application.
The clains involved are reproduced in the appendix to

appellants’ brief. Cdains 8 and 10 are illustrative of the

subject matter in issue:

! Application for patent filed June 22, 1993.
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8. An apparatus for reducing the size of block propellant
mat erial conprising a neans for renotely positioning a block of
propel |l ant between a cutting neans and a neans for renotely
causing the cutting nmeans to pass through the bl ock of propellant
thereby creating two or nore smaller bl ocks of propellant.

10. A nethod of reducing block propellant conprising:

pl aci ng a propellant bl ock between a cutting neans and a
retaining neans, and

renotely causing the block propellant to contact the cutting

means and forcing the cutting nmeans to pass through said bl ock
propel | ant.

The references applied by the examner in rejecting the

cl ai ns are:

Lanb 3,217, 768 Nov. 16, 1965
Costarel i 4,483, 226 Nov. 20, 1984
Kihnert et al. 5, 386, 318 Jan. 31, 1995

(Kuhnert) (filed May 12, 1993)

An additional reference, of record, applied in rejections
herein pursuant to 37 CFR 8 1.196(b), is:
Ni X 4,020, 723 May 3, 1977
The clains on appeal stand rejected as foll ows:
(1) dains 1 to 6, 8 to 11 and 13, unpatentable for failing to

conply with 35 U.S.C. 8 112, second paragraph;
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(2) dainms 1, 8 and 9, unpatentable over Costarelli in view of
Lanb, under 35 U . S. C. § 103;

(3) dainms 5, 10, 11 and 13, unpatentable over Costarelli, under
35 U S C § 103

(4) dainms 2 to 4, unpatentable over Costarelli in view of Lanb
and Kihnert, under 35 U.S.C. § 103;

(5 daimé6, unpatentable over Costarelli in view of Kihnert,
under 35 U. S.C. § 103.2

Rej ection (1)

The exam ner asserts that the clains on appeal do not conply
with the second paragraph of 8 112 in that they are indefinite on
a nunber of different grounds.

(a) The exam ner contends that various limtations in
clains 1, 5, 8 and 11 are confusing and uncl ear because they
inply that, contrary to appellants’ disclosure, the cutting
bl ades are not stationary.® For exanple, the exam ner points to

the expression “a renotely controlled nmeans for causing said

2 Rejections (4) and (5) are new grounds of rejection first
raised in the examner’s answer. Appellants filed a reply brief
i n response.

3 This ground of rejection would seemto be nore aptly
based on the first paragraph (lack of witten description) of
§ 112.
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cutting blades to pass through the bl ock of energetic material”
inclaiml, lines 8 and 9.

We do not regard this |anguage as indefinite. A statenent
such as “causing the cutting blades to pass through the block” is
generic to any situation where there is relative novenent between
the cutting blades and the bl ock. The bl ades are no | ess caused
to nmove through the bl ock because the block is noved (as in
appel l ants’ di scl osed apparatus) than they would be if the bl ades
wer e noved.

(b) The exam ner finds the “neans for noving said aligned
bl ock”™ recited in lines 6 to 9 of claim2 to be confusing because
“iIt appears to be the sanme previously recited ‘renotely
controlled nmeans for positioning ... said retainer’” (answer,
page 6). W do not agree. The “nmeans for noving” inclaim2is
not recited as being in addition to the “renotely controlled
means” recited in parent claim1l, but rather is clainmed as a
conponent thereof. Thus, claim2 recites (nunbers in brackets
added):

2. The apparatus of claim1l wherein the neans
for renotely positioning the block of energetic
materi al between the cutter and the retai ner conprises

[1] a carousel ... , and [2] a neans for noving said
al i gned bl ock ...
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We do not consider that there is any confusion about what claim?2
covers, particularly when it is read in |ight of the

specification, as it nust be. |In re Merat, 519 F.2d 1390, 1396,

186 USPQ 471, 476 (CCPA 1975).

(c) The exam ner considers clainms 6 and 9 to be indefinite
in that the terns “the cutter” in claim6 and “the neans for
remotely forcing” in claim9 |ack clear antecedent basis. Al so,
“claim6 is a method claimbut it is unclear what additional
met hods [sic] steps are being recited” (answer, page 6). Since
the appellants did not address these grounds in their brief, the
rejection will be sustained as to clains 6 and 9.

(d) The final basis for the 8 112 rejection is (answer,
page 6, original enphasis):

Claim8 is vague and indefinite and is of undue

breadth since only a single neans is positively
recited, i.e., “a neans for...positioning”.

The exam ner further el aborates on page 12 of the answer that:
The “cutting nmeans” and “the neans for renotely causing
the cutting neans to pass through the bl ock of
propellant” are not positively recited. Therefore, the
claimis a single neans clai mwhich is vague and
i ndefinite and of undue breadth.
W w il not sustain this ground of rejection. Caim$8
recites three neans, i.e., “a neans for renotely positioning,” “a

cutting neans” and “a neans for renotely causing.” Wile the
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latter two nmeans m ght be nore positively recited, the claim
requires all three neans, and therefore we do not consider that
it anmounts to a “single neans” claim?

Rej ection (2)

The basis of this rejection is fully set forth on pages 6
and 7 of the examner’s answer. Appellants argue that (brief,
pages 7 to 8):°

Costarelli nether explicitly or inplicitly suggests

such a [renpte positioning] device and to expect

soneone to exam ne the food art to find a reference

[ Lanmb] which at the very best discloses a quasi renote

controlled device for |loading material for cutting is

neither fair, just or wwthin the | aw
To the extent that this may constitute an argunent that Lanb is
nonanal ogous art, we do not agree. Even if Lanb may not satisfy

the first part of the two-part test set forth in ln re Wod, 599

F.2d 1032, 1036, 202 USPQ 171, 174 (CCPA 1979), it satisfies the
second part in that it is reasonably pertinent to the particular

probl em wi th which the inventor was invol ved.

4 W also note that it has been held that a single neans
claimis properly rejected under the first paragraph of 8§ 112,
rat her than the second paragraph. 1n re Hyatt, 708 F.2d 712,
714, 218 USPQ 195, 197 (Fed. Cir. 1983).

> Al references herein to appellants’ brief are to the
brief filed on May 2, 1996 (Paper No. 15).

6
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After considering the record in Iight of the argunents
presented by appellants and the exam ner, we conclude that the
apparatus recited in clains 1, 8 and 9 would have been obvi ous
over Costarelli in view of Lanb. Wiile a renote positioning
devi ce would not be required to protect the operator of the
Costarelli apparatus fromthe inert material being cut thereby,
the use of such a device for loading the material Minto the
Costarel li apparatus woul d have been suggested, as the exam ner
states, “in order to elimnate the need for the operator to
contact and position the work between the cutter and the
retainer” (answer, page 7), and to “elimnate the need for an
operator to manually feed and position the work between the
retainer and cutting neans” (id., page 13). Wile this
nmotivation for nodifying Costarelli by adding a renotely
control |l ed positioning neans as disclosed by Lanb m ght be
different from appellants’ purpose in using such a neans, such
di fference in purpose does not affect the obvi ousness of

conbining the references. 1n re Beattie, 974 F.2d 1309, 1312, 24

USPQ2d 1040, 1042 (Fed. Cr. 1992); Inre Dllon, 919 F. 2d 688,

693, 16 USPQ2d 1897, 1901 (Fed. Gir. 1990). Rejection (2) will

t heref ore be sustai ned.
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Rej ection (3)

W will not sustain this rejection. Method clains 5, 10, 11
and 13 are drawn to nethods of cutting bl ock expl osives or
reduci ng bl ock propellant. Costarelli, the only reference
applied in this rejection, discloses a nmethod of cutting
t hernopl astic waste naterials, and does not teach or suggest
using the nethod to cut material of the type recited in these
clains. The fact that the Costarelli apparatus could be used to
cut blocks of energetic material as argued by the exam ner, does
not make it obvious to do so, absent sonme suggestion thereof in

the prior art.® Cf. In re Gsplack, 195 F.2d 921, 923, 93 USPQ

306, 307 (CCPA 1952).

Rej ections (4) and (5)

These rejections are grounded on the exam ner’s finding that
it would have been obvious to provide the apparatus of Costarell
with a renotely controlled carousel in view of the disclosure of

such a carousel by Kihnert.

6 By contrast, we have sustained Rejection (2), supra,
because the recitation of energetic or propellant material does
not distinguish the claimed apparatus over the prior art. See |ln
re Casey, 370 F.2d 576, 580, 152 USPQ 235, 238 (CCPA 1967) and |ln
re Schreiber, 128 F. 3d 1473, 1477, 44 USPQRd 1429, 1431 (Fed.

Cr. 1997) (recitation of a new intended use for an old product
does not make a claimto that old product patentable).

8
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After considering the rejections as stated in the exam ner’s
answer in view of the argunents in the reply brief and in the
suppl enmental exam ner’s answer, we conclude that these rejections
are not sustai nabl e.

Appel  ants argue that Kihnert is nonanal ogous art, and that
t he exam ner has engaged in inproper hindsight reconstruction in
conbi ning the references. Assum ng, of which we are doubtful
t hat Kuhnert is anal ogous art, we perceive no teaching,
suggestion or notivation for one to use a carousel to supply the
t hernopl astic waste material to Costarelli’s shearing machi ne.
The exam ner asserts that this would avoid frequent feeding of
bl ocks Mto the machine, but such blocks would still have to be
| oaded into the carousel. The Kuhnert carousel is a somewhat
conpl ex device which is disclosed as being used to supply
bi ol ogi cal or other specinens to a m croscope for inspection. In
our view, one of ordinary skill would not derive therefrom any
suggestion to use such a device for supplying blocks of
t hernopl astic waste to a shearing machi ne.

Rej ecti ons Pursuant to 37 CFR § 1.196(b)

(1) dainms 1 and 8 to 10 are rejected under 35 U.S.C. § 102(b)
as anticipated by N x, which discloses an apparatus and net hod

for renotely cutting blocks of propellant material. A block of
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propellant 42 is positioned by renotely controlled cylinder 26
onto cutting surface 70 between cutter 18 and retainer 24.
Renotely controlled cylinder 12 causes cutter 18 to pass through
the bl ock, creating a nmultitude of pieces consisting of a sanple
(Fig. 4) and excess cuttings (col. 3, line 1). Wth regard to
the “one or nore cutting blades” recited in claiml, it is noted
that N x discloses that the cutter has a cutting surface (col. 2,
lines 11 to 13), and a skilled artisan would know t hat such a
cutting surface would inherently constitute a cutter blade in the
shape of the sanple, simlar to a cookie cutter. Cf. Inre
Graves, 69 F.3d 1147, 1152, 36 USPQd 1697, 1701 (Fed. Cr.
1995), cert. denied, 116 S.C. 1362 (1996).
2. Claim1l is rejected under 35 U. S.C. 8§ 103 as unpatentabl e
over Nix. Wether cutter 18 of N x nobves and retainer 24 remains
stationary, or vice versa, would be sinply an obvious matter of
desi gn choi ce.
Concl usi on

The exam ner’s decision to reject the clainms on appeal (1)
under 35 U.S.C. 8§ 112, second paragraph, is affirned as to clains
6 and 9, and reversed as to clains 1 to 5, 8, 10, 11 and 13, and

(2) under 35 U.S.C. § 103 is affirnmed as to clains 1, 8 and 9 and

10
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reversed as to claims 2 to 6, 10, 11 and 13. Cains 1 and 8 to
11 are rejected pursuant to 37 CFR § 1.196(b).

In addition to affirmng the examner’s rejection of one or
nore clains, this decision contains a new ground of rejection
pursuant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997),
1203 O f. Gaz. Pat. & Trademark O fice 63, 122 (Oct. 21, 1997)).
37 CFR 8 1.196(b) provides, “A new ground of rejection shall not
be considered final for purposes of judicial review”

Regarding any affirmed rejection, 37 CFR §8 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the origina

deci si on

37 CFR 8 1.196(b) al so provides that the appellants, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the followng two options with respect to the new ground of
rejection to avoid termnation of proceedings (37 CFR §8 1.197(c))
as to the rejected clains:
(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

11
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(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record. :

Shoul d the appellants elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR § 1.196(b)(1), in order to
preserve the right to seek review under 35 U. S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted
prosecution, the affirmed rejection i s overcone.

| f the appellants el ect prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to the Board of

Pat ent Appeals and Interferences for final action on the affirned

rejection, including any tinely request for rehearing thereof.

12
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

AFFI RVED- | N- PART, 1.196(b)

| AN A. CALVERT
Adm ni strative Patent Judge)

HARRI SON E. McCANDLI SH
Seni or BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
MURRI EL E. CRAWORD )
Adm ni strative Patent Judge)

)
)
)
)
)
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Al an C. Cohen

Uni ted Technol ogi es Corporation

Pat ent Departnment - MS 524
Hartford, CT 06101
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